


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



^e Appln. of: ANIL N. SHETTY et al. 
Appln. No.: 09/486,125 
Filed: June 12, 2000 



Art Unit: 3737 



Examiner: SMITH, Ruth S. 



For: 



DATA ACQUISITION FOR 
MAGNETIC RESONANCE 
IMAGING TECHNIQUE 



Attorney Docket No: 1 0546-01 0 

RENEWED PETITION TO WITHDRAW HOLDING OF ABANDONMENT 
AND CONTINGENT PETITION TO REVIVE UNDER 37 C.F.R. §1.1 37(b) 

By this Paper, Petitioners respectfully renew their petition filed July 31, 
2003, captioned "Petition for Revival of an Application for Patent Abandoned 
Unavoidably Under 37 C.F.R. 1.137(a)," in which Petitioners substantively sought a 
withdrawal of the Examiner's holding of abandonment in view of the nonreceipt by 
Petitioners of Paper #21 , a final Office action bearing a mailing date of November 13, 
2002. 1 Reconsideration of Petitioners petition is respectfully requested, in view of 
the further remarks beginning on page 2 below, and attached Exhibits A-E. 

Also by this Paper, and only in the event of denial or dismissal of 
Petitioners' renewed petition to withdraw the holding of abandonment, Petitioners 
contingently petition for revival of the application under 37 C.F.R. §1.1 37(b). The 
requirements of 37 C.F.R. §1. 137(b), including a "Contingent Request for Continued 
Examination" in reply to Paper #21; a contingent deposit account authorization 
covering the petition fee under 37 C.F.R. §1.17(m); and the necessary statement, 
are discussed in detail beginning on page 5 of this Paper. 



1 The August 8, 2003 Decision (Paper #26) acknowledges that "in light of the 
allegations [the Petition is being] considered as a petition to withdraw the holding of 
abandonment under 37 C.F.R. §1 .181 ." 
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To advance prosecution, an Amendment is being submitted simultaneously 
herewith, for entry into the record of this application under 37 C.F.R. §1.111 either 
upon grant of Petitioners' renewed petition to withdraw the holding of abandonment, 
or upon grant of Petitioners' contingent petition under 37 C.F.R. §1. 137(b) and the 
correlative entry of Petitioners' contingent request for continued examination. 

Renewed Petition To Withdraw Holding Of Abandonment 

Petitioners respectfully submit that the November 13, 2002 Office action 
was never received by Petitioners' attorneys and, accordingly, respectfully renew 
their petition under 37 C.F.R. § 1.181 for withdrawal of the holding of abandonment 
as indicated in Paper #22. 

Pursuant to MPEP §71 1.03(c), Petitioners respectfully submit the following 
in support of their Renewed Petition: 

1. Petitioners first became aware of an outstanding Office Action in this 
application on May 21, 2003, when Petitioners' attorney Steven L. Oberholtzer, of 
Brinks Hofer Gilson & Lione ("BHGL"), proactively telephoned the Office for a status 
check. 2 

2. During the May 21, 2003 telephone conference, Mr. Oberholtzer spoke 
with Examiner Ruth S. Smith, who indicated that an Office Action had been mailed 
on November 13, 2002, to BHGL's Chicago Office, P.O. Box 10395, Chicago, IL 
6061 0. 3 

3. On May 22, 2003, Mr. Oberholtzer obtained a computerized docket 
printout for the application, Docket No. 10546-010 (copy attached as Exhibit A). The 
docket printout did not indicate any paper having been received in the application 
since receipt of a prior Office Action mailed July 24, 2002 (Paper #19). 



HOFER 



2 See Petitioners' Petitioners' original Petition filed July 31, 2003, signed by 
Petitioners' representative Steven L. Oberholtzer, Reg. No. 30,670. 

3 Id. 
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4. On June 6, 2003, the Office mailed a Notice of Abandonment (Paper 
#22) which included a copy of the outstanding Office action mailed November 13, 
2002 (Paper #21), further substantiating the May 21, 2003 proactive contact by 
Petitioners' attorney with the Office regarding the status of the application. C.f. , 
Delqar Inc. v. Schuyler 172 U.S.P.Q. 513, 516 (1970) ("If you know that something 
is going to happen and it does not happen and you have not received it, why, I think 
it is par for the course to call up and say: Look, we missed something"). 

5. On July 28, Petitioners timely mailed their original Petition to 
substantively withdraw the holding of abandonment for failure to receive the 
November 13, 2002 Office action. 

6. Upon receiving the Decision mailed August 8, 2003 (Paper #26), and 
subsequent to a telephone conference between the undersigned and Senior 
Petitions Attorney John J. Gillon, Jr., the undersigned collected additional docketing 
information supporting the nonreceipt of the November 13, 2002 Office action, now 

attached to this Renewed Petition as Exhibits B and C, which together form the 

c 

handwritten "backup Journal" employed by Petitioners' attorneys, whose use is 
detailed in Paragraph 7 below. 4 

7. Petitioners' attorneys employ the following process for docketing in- 
coming Patent Office mail: Patent Office mail is routed unopened to BHGUs 
Docketing Department, whereupon the envelopes are opened by Docketing 
personnel, and date-stamped as received. The date-stamped papers are 
immediately routed by BHGUs Docketing Department Supervisor to selected 
Docketing personnel for "docketing," which comprises both entry of relevant 
information including several interim and "final" due dates into the relevant database 
record, and the wholly-redundant, handwritten entry of abbreviated annotations on at 
least one individual "due date"-based pages of one of the Firm's backup Journals 
(initially, on the page corresponding to the expiration of the shortened-statutory 

4 Portions of Exhibits B and C have been redacted to preserve confidential 
information appearing thereon, specifically, the identification of a client or adverse 
party by name, or the identification of a trademark or service mark to which a given 
Journal entry pertains. 

-3- 

BRINKS HOFER GILSON & LIONE 
PO Box 10395 
Chicago, IL 60611-5599 



Appln. No. 09/486,125 



Attorney Docket No. 10546-010 



period; and subsequently transferred by hand one month ahead if an applicant's 
response was not filed by that date). 

8. Accordingly, a final Office action mailed by the Office on November 13, 
2002, and actually received by Petitioners attorneys would generate both several 
entries in BHGUs computerized docketing database, and at least an entry in one of 
BHGUs backup Journals on February 13, 2003 (expiration of the shortened-statutory 
period). 

9. By way of example only, an Office action mailed by the Office to BHGL 
on November 13, 2002, in connection with unrelated BHGL Docket No. 10541-345 
(see attached "public-side" PAIR printout for U.S. Application No. 10/034,574, 
attached as Exhibit D), was both properly entered into the corresponding BHGL 
docketing database record (a redacted copy of which is attached as Exhibit E), and 
duly appears as a Journal entry for both February 13, 2003 and March 13, 2003 (see 
Exhibit B, pp. 2, 5). 

10. Neither the May 22, 2003 computerized docketing database record for 
the application (Exhibit A), nor the pages of each Journal corresponding to the four 
(4) separate dates upon which any due date information would have been docketed 
(see Exhibits B and C), include any annotation relating to the Office action mailed 
November 13, 2002 (Paper #21) in Petitioners' application, Docket No. 10546-010. 

1 1 . To further ensure accurate entry of all docketed dates, on or about the 
15th day of each month, BHGL Docketing personnel generate a database dump 
including all docketed items becoming due in the next three (3) months, sorted by 
date; and perform a day-by-day comparison/correlation between the computerized 
docketing database dump and the backup Journals. Such a comparison/correlation 
was performed in each of the months from December 2002 through April 2003, as 
reflected by the left-hand marginal annotations (check-marks or highlighter marks) 
appearing on the several pages forming Exhibits B and C. These comparisons/ 
correlations did not identify any discrepancy between the computerized docketing 
database record for Petitioners' application Docket No. 10546-010 and the backup 
Journal pages. 
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12. All Journal annotations appearing on each of the four (4) separate 
dates, upon which any due date information for Petitioners* application would have 
been docketed (see Exhibits B and C), have been reviewed by Petitioners' attorneys 
to confirm that each entry correctly corresponds to a patent application other than 
Petitioners' application and, hence, is not a misidentified entry relating to Petitioners 1 
application. 

In view of the foregoing, Petitioners respectfully submit that Petitioners 
have established a prima facie case of the nonreceipt of Paper #21, and that the 
holding of abandonment in Paper #22 should be withdrawn. 

Alternative Petition To Revive Unintentionally Abandoned Application 

As noted on the first page of this Paper, in the event that Petitioners' above 
petition to withdraw the holding of abandonment is denied or dismissed, Petitioners 
contingently petition for revival of the application under 37 C.F.R. §1. 137(b), in view 
of the following: 

1) Petitioners have filed simultaneously herewith under common cover 
letter both a "Contingent Request for Continued Examination (37 C.F.R. §1.114)" 
(with its respective deposit account authorization covering the requisite fee under 
Rule 17(e)), and an "Amendment" (for which Petitioners have calculated no 
additional fee due). 

2) Petitioners hereby contingently authorize payment from Deposit 
Account No. 23-1925 of the petition fee of $1,300.00 under 37 C.F.R. §1.17(m), 
along with any other petition or processing fee under 37 C.F.R. §1.17 that may 
become due upon grant of the alternative petition under 37 C.F.R. §1.1 37(b). 

3) Petitioners submit that no terminal disclaimer is required, as this 
application was filed after June 8, 1995. 

4) The entire delay in filing the required reply from the due date until the 
filing of a grantable petition under Rule 137(b) was unintentional. 
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As to the latter point, Petitioners note that Petitioners proactively inquired 
as to the status of the application on May 21, 2003 - several weeks before the 
mailing date of the Notice of Abandonment (Paper #22) - and Petitioners mailed 
their petition to withdraw the holding of abandonment soon thereafter, on July 28, 
2003. Petitioners further note the timing of this contingent petition is largely 
influenced by the Commissioner's urging, at page 8 of the Decision mailed August 8, 
2003, that "Petitioner may wish to supplement his petition to plead alternatively 
under 37 C.F.R. §1. 137(b)," and that "failure to submit such a petition 37 C.F.R. 
§1 .137(b) timely may be viewed as intentional delay and an absolute bar to revival." 



October 8, 2003 



Respectfully submitted, 



Date Hugqf A. Delevie (Reg. No. 32,688) 

Attorneyjpr Applicants 

HAD/sko 




Attachments: Exhibit A: BHGL docket printout for Dkt. No. 10546-010 

dated May 22, 2003 
Exhibit B: Redacted pages from BHGL Journal #1 
Exhibit C: Redacted pages from BHGL Journal #2 
Exhibit D: "Public-side" PAIR printout for Appln. No. 10/034,574 
Exhibit E: Redacted BHGL docket printout for 

Dkt. No. 10541-345 dated October 8, 2003 
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CreateUser 
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UpdateUser 
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Application Date 



10546-10 
Jun 12 2000 
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Sep 7 2002 
epopoca 
Mar 27 2003 
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Parents 



Total Claims 

SxnallEntity 

Ind. 

Claims \Designs 
Reference Number 
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Reel /Frame 
ValidationUser 
ValidationDate 




0 

True 
0 

10546-10 
2000-06-12 
10873/483-485 
epopoca 
Mar 27 2003 



Actions 



Action 

Information 
Disclosure 
Statement 

Pwr Of Atty 
Req. 



Amendment 



Base 
Date 

Jun 
12 

2000 
Sep 
28 
2000 
Jul 
24 

2002 



Action 
Due 
Date 

Sep 12 
2000 

Nov 2 8 
2000 

Oct 24 
2002 



Indicator 

IDC - CPI 
Gen 

Reminder 
Due Date 



Oct 24 
2002 



Completed 
Date 

Jun 7 
2000 

Apr 13 
2001 



US -ACTION 3 MONTH / 
AMENDMENT 



Notes 



IDS 



US -ASSUMED FILE / FILE. POA 



Postcard/Resp 
Sent Dt 



2001- 04-16 

2002- 10-29 

V 



Amendment & l 
Mo Ext 



Jul 
24 

2002 



Nov 24 
2002 



Due Date 



Oct 24 
2002 



US -ACTION 3 MONTH / 
AMENDMENT & 1 EXT. 



2002-10-29 



Amendment & 2 
Mo Ext 



Jul 
24 

2002 



Dec 24 
2002 



Due Date 



Oct 24 
2002 



US -ACTION 3 MONTH / 
AMENDMENT & 2 EXT. 



2002-10-29 



Amendment Due 



Jul 
24 

2002 



Jan 24 
2003 



Final 



Oct 24 
2002 



US -ACTION 3 MONTH / 
AMENDMENT & 3 EXT. -FINAL 



2002-10-29 
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Feb 24 
2003 



Due Date 



US-RESPONSE 
FILED - FOLLOW 
[UP 
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24 

2003 



Mar 2 4 
2003 



Due Date 
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ASSIGNMENT 



Jun 
12 

2000 



Dec 12 
2000 



Reminder 



Aug 16 
2000 



US -ASSIGNMENT FILED / 
RECORDED ASSIGNMENT 



Pwr Of Atty 
Req. 



Sep 
28 

2000 



Dec 2 8 
2000 



Reminder 



Apr 13 
2001 



US -ASSUMED FILE / FILE POA 



2001-04-16 



Pwr Of Atty 
Req. 



Sep 
28 

2000 



Jan 28 
2001 



Reminder 



Apr 13 
2001 



US - ASSUMED FILE / FIE POA 



2001-04-16 



Ac c ion Due 



Jun 
12 

2000 



Feb 12 
2001 



IDC - CPI 
Gen . 



Feb 12 
2000 



FFL 



Pwr Of Atty 
Req. 



Sep 
28 

2000 



Feb 2 8 
001 
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Apr 13 
2001 



US- ASSUMED FILE / FILE POA 



001-04-16 
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28 

2000 


Mar 30 
2001 
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Apr 13 
2001 
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2001-04-16 


Pwr Of Atty 
Req . 


Sep 
28 

2000 


Apr 3 0 
2001 


Reminder 


Apr 13 
2001 


Uo-AiSUMtLI FILE / FILE POA 


2001-04-16 


Foreign Filing 
Completed By 


Jun 
12 


Jun 12 
2001 


IDC - CP I 
Gen. 
.. 


Jun 12 
2001 


FRN CONV 




Restriction 


Jun 6 
2001 


Jul 6 
2001 


Due Date 


Jul 6 
2001 


US -RESTRICTION/ ELECTION 
REQ . / RESTRICT/ ELECT ION 


2001-07-09 


Restriction- 1st 
Ext . 


Jun 6 
2001 


Aug 6 
2001 


Due Date 


Jul 6 
2001 


US - RESTRI CTION/ ELECTION 
REQ. / RESPONSE & 1 EXT. 


2001-07-09 


Office Action 
Received? 


Jun 
12 

2000 


Aug 12 
2001 


Reminder 


Jun 6 
2001 


US -FILING DATE / FIRST PTO 
ACTION 




Restriction-2nd 
Ext . 


Jun 6 
2001 


Sep 6 
2001 


Due Date 


Jul 6 
2001 


US -RESTRI CTION/ ELECT ION 
REQ. / RESPONSE & 2 EXT. 


2001-07-09 


Restrict ion -3rd 
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Jun 6 
2001 


Oct 6 
2001 


Due Date 


Jul 6 
2001 
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REQ. / RESPONSE L 3 EXT. 


2001-07-09 


Pwr Of Atty 
Req . 


Sep 
28 

2000 


Oct 13 
2001 


Due Date 


Aug 13 
2001 


US-ASSUMED FILE / POA 
FILED - AWAIT. ACCEPTANCE 


2001-04-16 


nc3l.iXCI.10n 

4th ext. 


Jun 6 
2001 


Nov 6 
2001 


Due Date 


Jul 6 
2001 


US -RESTRI CTION/ ELECTION 
REQ. / RESPONSE & 4 EXT. 


2001-07-09 


roil ow up 


Jun 6 
2001 


Nov 6 
2001 


Due Date 


Auo 13 
2001 


US -RESTRICTION/ELECTION 
REQ. / US -RESTRICTION/ 
Follow up Date 


2001-07-09 


Amendment 


Aug 
13 

2001 


Nov 13 
2001 


Due Date 


Nov 1 3 
2001 
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AMENDMENT DRAWINGS 




Restriction 
Final Deadline 


Jun 6 
2001 


Dec 6 
2001 


Final 


Jul 6 
2001 


US -RESTRICTION/ELECTION 
REQ. / RESPONSE U 5 EXT. - 
FlttAL 


2001-07-09 


Amendment & l 
Mo Ext 


Aug 
13 

2001 


Dec 13 
2001 


Due Date 


Nov 13 
2001 


US -ACTION 3 MONTH / 
AMENDMENT & 1 EXT. 
DRAWINGS 




Amendment & 2 
Mo Ext 


Aug 
13 

2001 


Jan 13 
2002 


Due Date 


Nov 13 
2001, 


US -ACTION 3 MONTH / 
AMENDMENT & 2 EXT. 
DRAWINGS 




Amendment Due 


Aug 
13 

2001 


Feb 13 
2002 


Final 


JX U V X J 

2001 


US -ACTION 3 MONTH / 
AMENDMENT & 3 EXT. -FINAL 
DRAWINGS 




Follow Up 


Aug 
13 

2001 


Mar 13 
2002 


Due Date 


Mar 11 
2 002 


US -ACTION 3 MONTH / 
RESPONSE FILED - FOLLOW UP 
DRAWINGS 




Final Rejection 
ucdai l ne 


Mar 4 
2002 


May 4 
2002 


Reminder 


Jun 3 
2002 


US -FINAL REJECTION / FINAL 
AMENDMENT 




Notice of 

All f>\mi ^ n Q 

r\± lUWallCe 


Mar 4 
2002 


Jun 4 
2002 


Due Date 


Jun 3 
2002 


NOTICE OF APPEAL 




Appeal Due 1st 


Mar 4 
2002 


Jul 4 
2002 


Due Date 


Jun 3 
2002 


US - FINAL REJECTION / 
APPEAL & 1 EXT. 




Response Due 


Jun 3 
2002 


Aug 3 
2002 


Reminder 


Jul 30 
2002 


US-RCE FILED / PTO 


2002-06-10 


Appeal Due 2nd 
Ext 


Mar 4 
2002 
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Due Date 


Jun' 3 
2002 


US- FINAL REJECTION / 
APPEAL & 2 EXT. 




Appeal Due 3rd 
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Final K"" 3 
|2002 
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